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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 67 - 78 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a reconfiguration rule to be applied to the player 
is not indicated to the player, does not reasonably provide enablement for a 
reconfiguration rule to be applied during the game move that is indicated to the player. 
The specification does not enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to use the invention commensurate in scope with 
these claims. The examiner has read the specification paragraphs on page 2 and 3 and 
in all embodiments of the present invention and it is clear to the examiner that the 
specification precludes that at least one of the reconfiguration rules is not indicated to 
the player during at least a portion of the game play. In the amended claims of the 
present application, it is suggested that both the first game rule and the second game 
rule are indicating to the player, thus the present claims suggest to the examiner that all 
reconfiguration rules are indicated to the player. It is unclear where in the specification 
is the enablement for this instance of the invention. It is requested that Applicant 
provide guidance in this matter. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 67, 76 - 78, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tetris Attack, in view of Uproar, and further in view of Tile Fall (Tile Fall 
admamdawes.com). These claims are substantially similar to the previously filed claims 
52 - 66 except for a shift on invention in indicating to the player the reconfiguration 
rules. Tetris Attack also indicates to the player the reconfiguration rules as the player 
knows that pieces will either clear from the bottom of the playing board or fall from the 
top of the playing board. 

The amended claims also describe a second game rule to be different from the 
first game rule in showing how the remaining game icons are to be reconfigured within 
the game boundary. Tile Fall, a game released on November 5, 2000, teaches of a 
game where the player attempts to remove a numbered of colored icons from a game 
boundary. Icons are removed from the game by a player by indicating to remove icons 
of the same color that are touching each other. As icons or groups of icons are 
removed, similar to Tetris Attack, the remaining icons fall. The remaining icons are then 
able to be reconfigured by merging same colored icons into one another, thus creating 
another rule, different from the first rule that indicates how removal of game icons would 
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cause reconfiguration of the other game icons. It would have been obvious to one 
skilled in the art at the time the invention was made to have modified the teachings of 
Tetris Attack in view of Uproar and incorporate the teachings of Tile Fall. It is known to 
one of ordinary skill in the art that players are generally more inclined to play games 
with more features since it adds to increased entertainment value of the game. One of 
ordinary skill in the art would therefore be inclined to incorporate the teachings of Tile 
Fall since it would increase the attraction for players to play the game. 

Further reasons why Tetris Attack in view of Uproar finds the claimed invention 
as obvious has been previously stated in the Office action of 4-21-2004 and is copied 
herein. 

Claims 67 - 78 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tetris 

Attack. 

Regarding claims 67, 76 - 78 Tetris Attack discloses a method for facilitating 
game play wherein a game board is displayed to a player that has a plurality of game 
icons (Tetris Attack, How to Play from tetrisattack.net). The player can make a series of 
game moves (Tetris Attack, How to Play from tetrisattack.net). The player can input 
moves (Tetris Attack, How to Play from tetrisattack.net) and if at least three icons are 
lined up in the predetermined manner the game will remove at least one game icon from 
the game board (Tetris Attack, How to Play from tetrisattack.net). It would be obvious to 
a skilled artisan to use other restrictions in regulating how pieces are removed, as such 
restrictions are notoriously well known in the art. The manner in which the designer 
chooses to instate restrictions on removing pieces is a design choice made obvious by 
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the state of the art. Motivation in using one rule over the other depends on a specific 
desire and need for the designer as to how they wish their game to flow. The game 
board can be reconfigured according to a plurality of reconfiguration game rules (Tetris 
Attack, How to Play from tetrisattack.net) wherein the pieces will rise from the bottom as 
well as fall from the top. The reconfiguration that is to occur in the game is not indicated 
to the player during the at least a portion of the game as the player does not initially see 
on the gaming screen that the blocks will fall or know the predetermined time in which 
they will rise. Regarding claim 19, the method of Tetris Attack is for the Super NES 
therefore when incorporated in the game system; it would have a processor as well as a 
storage device for storing the operation for execution. Regarding claim 22, it would be 
obvious to one of ordinary skill in the art that to properly execute the method on the 
Super NES as disclosed, it would need to be stored on a medium that embodied the 
instructions for the game. 

Regarding claim 68, each of the game icons are associated with icon types and 
the removal is based upon the icon type (Tetris Attack, How to Play from 
tetrisattack.net). 

Regarding claim 69, a score is associated with the game (Tetris Attack Manual). It 
would be obvious to the game and one of ordinary skill in the art that the score would be 
based on the number of neighboring icons removed, as it would be known that removing a 
greater number would require more skill and thus would be awarded more points. 
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Regarding claim 70, the system determines which reconfiguration rule is applied 
to reconfigure the game board (Tetris Attack, How to Play from tetrisattack.net). The 
reconfiguration is further determined by retrieving pre-stored indication of the rules (i.e. 
if the blocks are falling or if an indicator is set to indicate the blocks should rise). 

Claims 71 - 75 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tetris Attack in view of Uproar. What Tetris Attack discloses, teaches and/or suggests 
has been discussed above and is incorporated herein.Tetris Attack is a game of skill 
and discloses awarding the player points based upon their performance. As discussed 
above, it is notoriously well known in the art that any game can be embodied in an 
arcade format wherein players could be charged money in exchange for game play and 
the implementation of Tetris Attack into this format would be obvious to one of ordinary 
skill in the art. Further, in application of Tetris Attack to the arcade format, it is also 
notoriously well known that arcades often award players prizes in the alternate 
currency form of free games if their performance in the game results in attaining a 
certain threshold. 

Further, Uproar.com discloses a gaming system wherein a plurality of games of 
skill that were popular as other forms are hosted in an online environment. Uproar 
allows players to set up accounts and receive points (alternate currency) for their 
performance (Uproar WebPage). Uproar also discloses that cash prizes are available 
(Uproar Handout). It would have been obvious to one of ordinary skill in the art to 
incorporate prizes into the disclosure of Tetris Attack in both the forms as disclosed 
above. By incorporating this methodology into the game of Tetris Attack wherein points 
or free games would be awarded, players would be more likely to continue to play the 
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game, thus generating a revenue for the host (in the form of monetary or 
advertisement). Therefore, one of ordinary skill in the art would be motivated to 
incorporate prizes into the game disclosure of Tetris Attack in order to provide a more 
rewarding experience for the player. 

Response to Arguments 

5. Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alex Epshteyn whose telephone number is 571-272- 
5561 . The examiner can normally be reached on M-F 8 - 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Xuan Thai can be reached on 571-272-7147. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 09/818,882 



Page 8 



Art Unit: 3713 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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